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The content of these presentations are for general information purposes 
only. They do not constitute professional advice (legal or otherwise) nor 
should they be used as such for any specific situation.  
 
We cannot accept responsibility for any act and/or omission based on 
the material contained in this seminar.  
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Today’s Topics 
 

• An introduction to intellectual 

property rights 

 

• Data protection - GDPR 

 

• Managing contracts 



Intellectual property rights 

refer to a range of legal 

rights that attach to certain 

types of information and 

ideas and to their particular 

forms of expression 
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What types are there? 

 

• Patents 

• Trade marks 

• Copyright 

• Design rights 

• registered 

• unregistered 

• Passing off 

• Confidential information 

• Other less common types: 

• Database right 

• Semiconductor topography 

• Plant varieties 

• Moral rights 

• Performers’ rights 
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Patents 
• Protects a new invention or process 

• Gives a monopoly right to apply the technology (a right to stop anybody else using it irrespective of 

whether they copied it) 

• Registration required 

• Lasts 20 years from application if renewed (4 years after application and every year thereafter) 

• Examples: 

• Dyson dual cyclone 

• Pharmaceuticals – the drug as well as the manufacturing process can be patented 

• Apple click wheel 
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Trade marks 
• Protects a brand name and/or a logo for goods or services 

• Gives an exclusive right to use the trade mark with statutory protection 

• Requires registration 

• Lasts indefinitely as long as the proprietor continues to renew (every 10 years) and use the 

trade mark and polices against improper use by others 
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Copyright 
• Protects ‘artistic output’ and creative expression, including literary, dramatic, musical and 

artistic works 

• Gives an exclusive right to use the copyrighted work with statutory protection 

• Arises automatically ‘before the ink dries’ – no registration needed 

• Lasts for 70 years from the end of the calendar year of the author’s death (usually) 
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Design rights 
• There are registered and unregistered design rights 

Unregistered 

• Protects the visible 3-dimensional shapes of a product or a part of it but not to a pattern on 

the surface which is only decoration 

• Exclusive right to use the design right with statutory protection 

• Arises automatically – no registration required 

• Lasts 10 years in most cases (maximum of 15) 

Registered 

• Protects the visible external whole or part of  a product 

• Can apply to 2 or 3-dimensional designs 

• Gives a monopoly right to make articles incorporating the design 

• Lasts 25 years from registration if renewed every 5 years 
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Passing off 
• Not a statutory right, but a common law right 

• Protects goodwill (e.g. a logo, a name or associated “get up”) 

• Gives protection against unfair imitation 

• Arises automatically – no registration required 

• Lasts as long as the goodwill exists 

• Examples: 
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Confidential information 
• Not strictly considered intellectual property 

• Protects secret information 

• Protects against unauthorised disclosure 

• Arises automatically – no registration required 

• Lasts indefinitely but in practice subject to constraints 
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Copyright ownership 

• Copyright is owned by its creator unless created in the course of 

employment, in which case the employer will own it. 

• You can have joint ownership of copyright if there is joint participation.  

• Copyright assignment must be signed and in writing by the assignor. 

• If you commission work, the party you commissioned will be the owner 

of the work. 



 Important definitions: 

 Personal data and 

data subjects 

 Processing 

 Controllers and 

processors 

 Scope 

 Principles 

 Lawful Basis 

 Other points to consider 

 Non-Compliance  

Data protection - GDPR 



Definitions from GDPR 
 

 

 Controller: determines the purposes and means of processing of 

personal data.  

 Processor: processes personal data on behalf of the controller. 

 Personal data: information about an identified or identifiable living 

individual (“data subject”) 

 Personal data includes special categories of personal data 

 Processing: widely defined by the GDPR: 

“any operation, or set of operations, which is performed on 

personal data or on  sets of personal data….” 

 



Scope of the GDPR 
 

 Material Scope: Applies to the processing of personal data: 

 wholly or partly by automated means (electronic); or 

 as part of a structured filing system (electronic or paper).  

 Territorial Scope: Applies to: 

 an EU-based controller or  processor where personal data is 

processed 

 a non-EU-based controller or processor whenever: 

 (i) personal data is processed in connection with a good or 

service offered to an individual in the EU; or 

 (ii) the behaviour of an individual in the EU is monitored. 



GDPR Principles 

Personal Data must be:  

 processed lawfully, fairly and in a transparent manner (Lawfulness, 

fairness and transparency) 

 obtained only for specified, explicit and legitimate purposes (Purpose 

Limitation) 

 adequate, relevant and limited to what is necessary (Data 

Minimisation) 

 accurate and, where necessary, kept up-to-date (Accuracy) 

 not kept in a form which permits identification of data subjects for 

longer than is necessary (Storage Limitation)  

 processed in a manner that ensures appropriate security (Security) 



Lawful Basis for Processing 

A controller can only process personal data if it has a lawful basis for 

doing so: 

 necessary to perform a contract 

 necessary to comply with a legal obligation 

 necessary for vital interests 

 necessary for legitimate business interests unless the fundamental 

rights and freedoms of the individual override these interests 

 consent has been obtained to the processing. Consent must be 

informed, unambiguous and freely given  

It is prohibited to process special categories of personal data unless one 

of the particular provisions in the GDPR applies 

 

 
 

 

 



Other points to consider 

 

 Data subjects have a range of rights in respect of their personal data. 

 Any personal data transfer between controller and processor must 

have a GDPR-compliant Data Handling Agreement in place. 

 Under the GDPR the controller cannot transfer personal data outside of 

the European Economic Area (EEA) without adequacy, appropriate 

safeguards or a derogation. 

 Reporting requirements for data breach. 

 

 

 

 

 
 
 

 

 



Non-Compliance 

 Fines  

 £500k under Data Protection Act 1998 

 GDPR introduces a maximum fine: the higher of € 20,000,000 or 

4% worldwide annual turnover 

 Compensation to individual affected (Article 82) 

 Reputational impact  

 



Questions to ask 

Is it being processed? 

Is it personal data? 

Is there a lawful basis? 

Is it a special category of  personal data? 

Are you using a third party to process? 

Are you transferring it outside the EEA? 

If not, GDPR doesn’t apply 

If not, GDPR doesn’t apply 

You need one to process 

Adequate, appropriate 

safeguard or derogation? 

Do you have a DPA? 

Do you have a ground? 



Contractual clauses, 

warranties and indemnities 

are used as tools to allocate 

risk in transactions 
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Breach of contract 
• If a party has not fulfilled its obligations or a warranty given is found to be untrue, 

this would give rise to breach of contract claim. 

“The Supplier warrants that the Software is its original work and has not 

been copied wholly or substantially from any other work or material or any 

other source.” 

Indemnity 
• A promise by a party to make good losses of the buyer on demand if a specific 

event occurs. 

“The Supplier shall indemnify the Customer against all damages, losses 

and expenses arising as a result of any action or claim of infringement of 

Intellectual Property Rights by a third party as a result of the Customer’s 

use of the Software.” 
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Contractual breach v Indemnity 
 

The distinction between the two is significant: 

• The amount of damages recoverable by under a breach of contract 

claim may differ from the amount of compensation which would be 

recoverable had the same matter been covered by an indemnity.   

• Generally, indemnities will not be restricted by the limitations of 

liability within the agreement. They are usually, unless agreed 

otherwise, uncapped in terms of the overall liability. 

 



coffinmew.co.uk 

Negotiating liability 
 

 
A major part of negotiation is to reduce risk in the transaction to 

an acceptable level. There are many ways that we can do this. 

It is often helpful to give reasons    

• Too large for the 

agreement 

• Not specific 

enough 

• “So far as the 

supplier is 

aware” 

• Materiality  

• Numerical 

figures  

• De Minimis / 

Basket 

• Timeframes 

• Third party 

claims 

• Direct losses 

only 

• Specific 

timeframes and 

financial limits 

• Indemnity 

should be 

drafted as 

narrowly as 

possible 

 

Removal of 

unnecessary clauses 

Amend the wording of 

the clauses 

Limitations 

on liability 

Limiting the 

indemnities 
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